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DETAILED ACTION 
Response to Amendment 

This action is in response to amendments filed 9/6/07. 



Election/Restrictions 

Applicant's election without traverse of claims 1-49, and 81-94 in the reply filed 
on 11/19/07 is acknowledged. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-49 and 81-94 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-50 of 
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copending Application No. 09/934003. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both applicants disclose a 
gaming device that has a player selectable award feature, which digit 
receives a second randomly generated number, until each of the positions 
have a number, whereby the gaming device determines the player's original 
award. The player can elect to modify the original award using a plurality of 
methods to create an ultimate award. The gaming device displays the digits, 
digit positions, and modification methods. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. The examiner notes that the said 
application 09/934003, has been issued however no patent number has been issued, 
upon the publication of the patent with an issue number, the following double patenting 
rejection will change from Provisional nonstatutory obviousness-type to nonstatutory 
obviousness-type double patenting. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-7, 9-19, 21-49, 81-89 and 91-94 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Rose (US Patent 6,589,114). 

Claims 1,13, 25, 81 : Rose teaches a game of chance conducted on a 
video gaming machine controlled by a processor in response to a wager. The game 
includes a plurality of symbols randomly selected for placement in a displayed symbol 
array. A shuffle feature is triggered in response to the displayed symbols including a 
sequence of value-based symbols. The sequence defines a first award. The sequence 
of value-based symbols is then re-ordered such that the re-ordered sequence defines a 
second award. The second award is awarded to the player. Furthermore, the shuffle 
feature may include a sequence of value-based symbols that are randomly re- 
ordered/shuffled, with or without player interaction, to define the award given to the 
player. Rose additionally discloses, a display device (figures 1, element 12), a plurality 
of digits displayed on the display device (figure 4), a processor which communicates 
with the display device, which selects and displays a plurality of digits, enables a player 
to select the positions, which associates numbers with the positions based on the 
player's selection of the positions and which determines an award based on an order of 
the numbers associated with the positions, wherein the award is based on a number of 
monetary units equal to the order of the numbers associated with the positions (figures 
3-7, column 3-4, lines 51-57, and column 5, lines 1-9). 

Claims 2-3, 1 4-1 5, 26-28, 30, 84-85: Rose teaches of the display device 
being a video display reel (reels which are projected to be circular on the game 
machine), not mechanical device (column 2, lines 28-30). However it is notoriously well 
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known in the art to adapt video reel over mechanical reels thus making the gaming 
machines more efficient and less inclined to any mechanical problems. 

Claims 4, 17, 86: Rose teaches of a gaming device which includes an initial 
sequence controlled by the processor for determining how many positions the player is 
enabled to select (columns 4-5, line 66-3). 

Claims 5, 1 9, 87: Rose teaches of a gaming device wherein the award 
positions include at least a one's digit, a ten's digit and a hundred's digit (figures 3-7 and 
columns 4-5, lines 1-9). 

Claims 6, 21 , 83, 87: Rose teaches of a gaming machine, wherein the 
processor is programmed to enables a player to associate selections with a one's digit, 
a ten's digit and a hundred's digit of an award provided to the player (column 3-4, lines 
51-57, and column 5, lines 1-9). 

Claims 7, 88: Rose teaches of the numbers are digits and the award is a 
number of credits which is the order of the digits (Abstract, column 4, lines 21-25). 

Claims 9-12, 22-24, 91-94: Rose teaches of a shuffle feature includes a 
sequence of value-based symbols that are randomly re-ordered/shuffles, with or without 
player interaction (such as player selection) (column 3-4, lines 51-57, and column 5, 
lines 1-9). 

Claims 16: Rose teaches of a gaming machine wherein the processor reveals 
the award by displaying a number associated with each selection in the digit selected by 
the player (figures 3-7, column 3-4, line 51-57, and column 5, lines 1-9). 
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Claim 1 8: Rose teaclies of a gaming machine which includes an initial 
sequence controlled by the processor for determining how many positions the player is 
enabled to select (columns 4-5, line 66-3). 

Claim 29: Rose teaches of a gaming device which includes a plurality of 
selections displayed by the display device, which enables a player to associate the 
selections with the positions, which causes the display device to display the numbers 
associated with the selections that have been ordered in association with the positions 
(60) (62) (64) (figures 3-7, column 3-4, lines 51-57, and column 5, lines 1-9). 

Claim 82: Rose teaches of a gaming device wherein a selection orderer 
enables the player to select and order at least two selections with digits to form an 
award, wherein the processor reveals the award by displaying a number associated with 
each selection in the digit selected by the player (column 3-4, lines 51-57, and column 
5, lines 1-9). 

Claim 31 :Rose teaches of a gaming device comprising a cabinet (figure 1 ), a 
display device supported by the cabinet having plurality of different modification 
methods (the game includes a plurality of symbols randomly selected for placement in a 
displayed symbol array. A shuffle feature is triggered in response to the displayed 
symbols including a sequence of value-based symbols). An indicator disclosed within 
the cabinet to indicate modifications (column 3-4, lines 51-57, and column 5, lines 1-9). 
Rose also teaches of displaying award determined by the processor and provided to the 
player based on the order of the numbers arranged by the player (Abstract, column 4, 
lines 21-25, and Claim 6), wherein the modified award includes the award modification 



Application/Control Number: 10/660,281 Page 7 

Art Unit: 3714 

method which is the award rearrangement method (shuffle feature) (column 3-4, lines 
51-57, and column 5, lines 1-9). 

Rose teaches of the display device and the award indicators as being a video 
display, not mechanical device (column 2, lines 28-30). However it is notoriously well 

known in the art to adapt video display means over movable mechanical means, thus 
making the gaming machines more efficient and less inclined to any mechanical 
problems. 

Claims 32, 33, 35: Rose teaches of a gaming device which includes a player 
selectable modify Input which communicates with the processor, wherein activation of 
the modify Input initiates an award modification method, wherein the award modification 
method is an award rearrangement method (shuffle feature) (column 3-4, lines 51-57, 
and column 5, lines 1-9). 

Rose teaches of the display device and the award Indicators as being a video 
display, not mechanical device (column 2, lines 28-30). However it is notoriously well 
known in the art to adapt video display means over movable mechanical means, thus 
making the gaming machines more efficient and less inclined to any mechanical 
problems. 

Claims 34, 36-41 : Rose teaches of the display device being a video display 
reel (wherein the reels which are projected to be circular on the game machine), are not 
mechanical devices (column 2, lines 28-30). However it is notoriously well known in the 
art to adapt video reel over mechanical reels (wherein the mechanical reels could be 
conformed to any shapes such as circular, prism shaped, extend latitudinally, or 
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longitudinally, spinning vertically or horizontally, which are all with the capabilities of 
video reels) thus making the gaming machines more efficient and less inclined to any 
mechanical problems. 

Claims 42-449: Rose discloses of a shuffle feature, which includes sequence 
of value-based symbols that are randomly re-ordered/shuffled, with or without player 
interaction (such as player selection, or when the processor automatically controls the 
feature), to define the award given to the player. 

Claims 8, 20 and 90 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rose (U.S. 6,589,1 14) as applied to claims above, and further in view of Hamano 
(U.S. 5,205,555). 

Claims 8, 20, 90: Rose substantially teaches the invention as claimed 
however. Rose seems to lack awards being based on mathematic operation applied to 
digits. 

Hamano teaches of a gaming machine that determines an award for a player by 
performing a mathematical computation of the numbers that stop on the top line of reels 
of a gaming machine. Hamano is analogous art because, like Rose, is an electronic 

gaming device. 

It would have been obvious to one having ordinary skill in the art, at the time of 
the applicant's invention, to incorporate Hamano's process for determining and 
calculating a player award in a gaming machine in Rose. Doing so, one would be 
motivated to incorporate Hamano's process for determining and calculating a player 
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award in Rose to provide an electronic game that is complicated and more interesting 
than simply relying on an award paid in response to a predetermined or player 
determined combination that is in a one to one, fixed relationship with a predetermined 
stored pay table in the gaming machine. 



Response to Arguments 

Applicant's arguments with respect to claims 1-49, 81-94 have been considered 
but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUNIT PANDYA whose telephone number is (571)272- 
2823. The examiner can normally be reached on 8 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on 571-272-6996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SP 

/Robert E. Pezzuto/ 
Supervisory Patent Examiner 
3714 



